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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

> Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)K Responsive to communication(s) filed on 19 September 2005 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) IS1 Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) 4,5.1 11 2 and 13 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 1-3,6-10, 14-20 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 10/9/2003 is/are: a)[3 accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)[g| All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 ) K Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) ^ Infonnation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Infomial Patent Application (PTO-152) 

Paper No(s)/Mail Date 6/1(V2004 . 6) □ Other: . 
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DETAILED ACTION 
Election/Restrictions 

1. Applicant's election without traverse of an optical amplifier assembly module, Fig. 

2, claims 1->6rand 14-20 in the reply filed on Sept. 29, 2005 is acknowledged. Claim 1 
is generic. 

Drawings 

2. Figures 1 A and 1 B should be designated by a legend such as -Prior Art- 
because only that which is old is illustrated. See MPEP § 608.02(g). Corrected 
drawings in compliance with 37 CFR 1.121(d) are required in reply to the Office action 
to avoid abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1.84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Specification 

3. 35 U.S.C. 1 12, first paragraph, requires the specification to be written in "full, 
clear, concise, and exact terms." The specification is replete with terms which are not 
clear, concise and exact. The specification should be revised carefully in order to 
comply with 35 U.S.C. 112, first paragraph. Examples of some unclear, inexact or 
verbose terms used in the specification are: "The unidirectional configuration may 
include a network element connected between the two stages (in the mid-stage); by 



Application/Control Number: 10/681,249 Page 3 

Art Unit: 3663 

now, such intermediate elements have been used for signal attenuation, dispersion 
compensation, etc." 

Claim Objections 

4. Claim 6 is objected to because of the following infonmalities: on line 4 of p.3, 
"comprises" should be "comprising". Appropriate correction is required. 

5. Claim 20 is objected to because of the following informalities: on the 4^^ line of 
the claim, "so to form" should be "so as to fomi". 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-3, 6-10 and 14-20 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The claims are generally narrative and indefinite, failing to conform with current 
U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. 

Regarding claim 1, the phrase "in a regular regime" is unclear. One skilled in the 
art of optical engineering could not ascertain the meaning of this term, even in view of 
the specification. 

Regarding claim 2, the phrase "non-exhaustive list" renders the claim indefinite 
because it is unclear whether the example parameter(s) following the phrase are part of 
the claimed invention. See MPEP § 2173.05(d). Note the explanation given by the 
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Board of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 
(Bd. Pat. App. & Inter. 1989). as to where broad language is followed by "such as" and 
then narrow language. The Board stated that this can render a claim indefinite by 
raising a question or doubt as to whether the feature introduced by such language is (a) 
merely exemplary of the remainder of the claim, and therefore not required, or (b) a 
required feature of the claims. Note also, for example, the decisions of Ex parte 
Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); 
and Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949). 

With regard to claim 6, the phrase "matched from the point of at least on optical 
characteristics input of the assembly being connected to input of the 1^^ stage, output of 
the 2"^ stage being connected to output of the assembly, output of the 1^* stage and 
inpu of the 2"^ stage are.." is unclear; it is not explained how the optical characteristics 
can be matched at a point . The claim is interpreted as best understood by the 
Examiner. 

With regard to claims 7, and 16, the phrase "a set of average characteristics 

designed for the 2"^ stage", it is unclear over what quantities the average is to be taken. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent In the United 
States. 
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9. Claims 1 and 14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Csipkes et al (US Pat. No. 5,778,132). Csipkes discloses in Fig. 1 a two-stage amplifier 
comrpsing a 1^^ stage (cassette 1) and a 2"^ stage (cassette 2), wherein each of the 
stages in formed by aat least one optical amplifying unit, and the amplifer being adapted 
for inserting OADM (see claim 12) in a mid-stage (cassette 2) between the two stages. 
The optical amplifier is adapted for matching at least one optical characteristic of the 
two stages, e. g. signal wavelength. Further the optical amplifier is capable of leaving 
one of the stages to function whenever the other of the stages is shut down, since pump 
light propagates through both the first and second amplifier. The "adapted to", "being 
capable of, and "allowing" clauses are essentially statements of intended or desired 
use. Thus, these claims as well as other statements of intended use do not serve to 
patentably distinguish the claimed structure over that of the reference. See In re 
Pearson . 181 USPQ 641: InreYanush , 177 USPQ 705; In re Finsterwalder, 168 USPQ 
530; In re Casev . 512 USPQ 235; In re Otto . 136 USPQ 458; Ex parte Masham . 2 
USPQ 2nd 1647. 

See MPEP § 21 14 which states: 

A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from the prior art apparatus'* if 
the prior art apparatus teaches all the structural limitations of the claim. Ex parte Masham . 2 USPQ 2nd 
1647 

Claims directed to apparatus must be distinguished from the prior art in terms of structure 
rather than functions. In re Danlv . 120 USPQ 528, 531. 

Apparatus claims cover what a device is not what a device does. Hewlett-Packard Co. v. 
Bausch&Lomblnc . 15 USPQ2d 1525. 1528. 

With regard to claim 14, the nriid-stage element is an OADM. 

Claim Rejections - 35 USC § 103 



Application/Control Number: 1 0/681 .249 Page 6 

Art Unit: 3663 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the Invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C, 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 1 . Claims 2 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Csipkes in view of Wigley et a! (US Pat. No. 6,611,371). 

12. With regard to claim 6, Csipkes discloses in Fig. 1 a two-stage amplifier 
comprising a 1^* stage (cassette 1) and a 2"^ stage (cassette 2), wherein each of the 
stages in formed by aat least one optical amplifying unit, and the amplifer being adapted 
for inserting an optical element in a mid-stage (cassette 2) between the two stages. 
Csipkes does not specifically disclose a control circuit capable of matching at least one 
optical characteristic of the assembly. However, Wigley et al. discloses a two-stage 
amplifier with a control circuit to match the gain slope of the first and second amplifiers. 
It would have been obvious to one skilled in the art (e. g. an optical engineer) to 
combine the control circuit of Wigley et al. with the two-stage amplifier of Csipkes for the 
purpose of minimizing power loss. 
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13. With regard to claim 2, Csipkes discloses all the features of claim 1 except that 
the stages are interconnected with a control communication channel controlling at least 
gain, gain flatness or gain tilt. However, However, Wigley et al. discloses a two-stage 
amplifier with a control circuit to match the gain slope of the first and second amplifiers. 
It would have been obvious to one skilled in the art (e. g. an optical engineer) to 
combine the control circuit of Wigley et al. with the two-stage amplifier of Csipkes for the 
purpose of minimizing power loss. 

Information Disclosure Statement 

14. The information disclosure statement filed on June 10, 2004 has been 
considered by the Examiner. 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: Alexander et al., Sakano et al., Kaspit et al., Moothart et al, and 
Yamanaka. 

16. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Eric Bolda whose telephone number is 571-272-8104. 
The examiner can normally be reached on M-F from 8:30am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the Examiner's 
supervisor, Jack Keith, can be reached on 571-272-6878. Please note the fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300 starting July 15, 2005 (the old fax number 703-872-9306 remains until then). 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more infomriation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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